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Official 




Practitioner's Docket No. UK9-99-029 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: Renshaw, D, 

Commissioner for Patents 
Washington, D.C 20231 

PETITION TO WITHDRAW FINALITY OF OFFICE ACTION 
— FINAL REJECTION PREMATURE 

L r hereby petition to withdraw the finality of the Office Action mailed on October 24 2002 on the 
basis that the Final Rejection was premature. ' 

2, Facts: 

(A) Applicant filed a response to the first Office Action on August 13, 2002. 

(B) The Response included a Declaration under 37 CFR 1.131 which indicated that the subject 
invention was invented prior to the effective date of the Alcorn reference, which was the 
primary reference used to reject the claims of the subject Application in the first Office 

(C) The Response included arguments as to why the claims were not obvious in view of the 
cited art, including Alcorn. 

(D) Applicant did not amend the claims. 



CERTIFICATION UNDER 37 CF.R. §§ 1.8(a) and 1.10* 

(When using Express Mail, the Express Mail label number is mandatory; 
Express Mail certification is optional.) 
I hereby certify that, o» the date shown below, this correspondence is bein»: 

Q deposited *uh chc ^^^^ in an envelope the Commissioner for Patents, Washington DC 2023 1 

□ wi th sufficient po S * ge * ^ cl WJi.. Q ^ ^ 

Mailing Label No. m (maadamry) 

v r TRANSMISSION 
X facsimile transnmwd to the Patent and Trademark Office. (703) 746 - 7238. 



Date: 

„Dec. !3,20Q2 




Jnda Oupom 



(type Or print name of person certifying) 
Petition to Withdraw Holding of Piniilit>-Fin4l Office Action Premature-page | of 3 

Received from < 919 254 4330 > at 12/13/02 2:05:43 PM [Eastern Standard Time] 



DEC 13 '02 15:27 FR IBM RTP LEGPL DEPT 919 254 4330 TO 917037467238 P. 02 



(E) A Final Rejection was mailed on October 24, 2002. 

(F) A new grounds of rejection was included for the independent claims which did not include 
the Alcorn reference. 

(G) Some of the dependent claims were rejected with reference to a rejection of Claim 1 which 
included Alcorn, which was not included in the Final Rejection. 

(H) No discussion of the Declaration under 37 Cf R 1. 13 1 was included in the Final Rejection 
and none of the form paragraphs identified in MPEP Section 715 with respect to such a 
declaration was included in the Final Rejection. 

(I) The Office Action was made final because "Applicant's amendment necessitate the new 
ground(s) of rejection presented in this Office action" despite there being no amendments 
made to the Application. 



Discussion 



the me •!? l it Z 1° " , (a) StatCS th3t " Under present P racticc > seco » d or subsequent actions on 
f*** * here th * introduces a new ground of Jejectiol that is neither 

disclosure statement filed during the period set forth in 37 CFR 1.97(c) with the fee set forth in 37 CFR 

j:j nnt * S n ° tcd ?^ ve ' Applicant did not amend the claims in the subject Application. Further, Applicant 
£S T an mf ™°^ dlSCl ° SUre Statement filed du ™S thc I™""** P«tod. Also as noted above 
nonSnt °" *"* ^ b ~ aU " ° f " A PP ,icant ' s which has been demonstrated to be 

under 1 m ^ ^ Examitter Seemcd to indicate that the Declaration 

ZiZ l\ V g COn$,dered m amendment to the claims for purposes of Section 706.07(a) This 

mterprctation « unsupported by the MPEP, contrary to any accepted understanding of the meaning of Ac 
phrase "amendment of the claims," and therefor an arbitrary and capricious application of the Zllo 1 ne 
regulations for the United States Patent & Trademark Office. PP"car.on or controlling 

r^™ J U A he \ th T ■ ^ no , indication in lhe Fi ™' Rejection that the Declaration had overcome the Alcorn 
reference. As noted above, Alcorn was still utilized in the Final Rejection. Applicant presented an argument 
.n ,s response wh.ch showed how the claims distinguished over Alcorn. Ac^rdin^a^g^STf 

AST s r m p r ent ,r the F,nal R r ctio , n without amcndment to t,ic ^ * s o Td 

Action is premature, as there is no evidence that the Declaration was considered by the USPTO. 

)?^" S i d ! rati T ° f t ? e J Se ar 8 ument$ > il is respectfully requested that the holding of finality of the 

Office Action be withdrawn. 7 
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6. The petition fee (37 C.f.R. § 1 .17(h)— $130.00) is paid as follows: 

Authorization is hereby made to charge the amount of $130.00 to Deposit Account No. 09/0461. 

^Z^a^t^ feCS reqUired ^ th, ' S PaPCr ° r ° redit any the manner 



A duplicate of this paper is attached. 




Gregory M. Doudnikoff 

IBM Corp,, Dept. T8J/Bldg. 503 

3039 Cornwa!lis Road 

Research Triangle Park, NC 27709 

(919) 254-1288, Fax (919) 254-4330 
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